The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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ON BRI EF

Bef ore THOVAS, BARRETT and LALL, Adm nistrative Patent Judges

LALL, Adm nistrative Patent Judge.

DECI SI ON ON_APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from
the Exam ner's final rejection of claimse 1 to 3, 5, 13, 14,
16, 25 to 27, 30 and 31, which constitute all the pending
claims in this application.

The invention relates to an expert system for sel ecting,
froma predeterm ned set, a conputer solution conprising a
front end platform a back-end platform and a conmmuni cati on

facility
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l'inking the platforms together. The system stores
descriptions or diagrams of the set of respective pre-defined
conmputer solutions. The systemdirects display of different

uses of the conmputer solutions, and a user selects one or nore

of the uses. In response, the systemidentifies a subset of
t he conputer solutions corresponding the selected use(s). The
invention is further illustrated below by the follow ng claim

1. An expert system for determ ning a conputer
sol ution, said system conpri sing:

means for storing descriptions or diagrans of a
set of respective pre-defined computer sol utions,
each of said computer solutions conprising a front
end platform a back-end platform and a
conmmuni cation facility linking said platforns
t oget her;

means for directing display of different uses of
sai d conputer solutions; and

means, responsive to user selection of one or
nore of said uses for identifying a subset of said
conputer solutions corresponding to the sel ected
uses.

The exam ner relies on the follow ng references:

Dwor ki n 4,992, 940 Feb. 12, 1991
Maki et al. (Maki) 5,201, 047 Apr. 06, 1993
Quentin et al. (Quentin) 5,208, 745 May 04, 1993

R. Cowart, “Mastering Wndows™ 3. 1" Sybex Inc.,
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chapter 1, pp. 5-8, and 38 (1993). (W ndows™

Clainms 1, 13, 25, 30 and 31 stand rejected under 35
Uu.S. C
8§ 103 as bei ng unpatentable over Dworkin and Maki. Cl ains 2,
3, 14, 16, 26 and 27 stand rejected under 35 U.S.C. 8 103 as
bei ng unpatentabl e over Dworkin, Maki and Quentin, while claim
5 stands rejected under 35 U.S.C. §8 103 as being unpatentable
over Dworkin, Mki and W ndows™

Rat her than repeat the positions and the argunments of
appel l ants and the exam ner, we make reference to the briefs!?
and the answer for their respective positions.

OPI NI ON

We have considered the rejections advanced by the
exam ner. We have, |ikew se, reviewed appellants’ argunents
agai nst the rejections as set forth in the briefs. It is our
view that the rejections under 35 U.S.C. 8 103 are not proper.

Accordi ngly, we reverse.

a reply brief was filed (paper no. 18), which was consi dered and
entered by the exam ner wi thout any further response. (See paper no. 20.)
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I n our analysis, we are guided by the general proposition
that in an appeal involving a rejection under 35 U. S.C. § 103,

an exanmi ner is under a burden to make out a prim facie case

of

obvi ousness. If that burden is nmet, the burden of going
forward then shifts to the applicant to overcone the prinm
facie case with argunent and/or evidence. Obviousness is then
determ ned on the basis of the evidence as a whole and the

rel ati ve persuasiveness of the argunents. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cit. 1992); In
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Cit.

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189
USPQ 143, 147 (CCPA 1976). We are further guided by the
precedent of our reviewing court that the limtations fromthe
di sclosure are not to be inported into the clainms. In re
Lundberg, 244 F.2d 543, 113 USPQ 530 (CCPA 1957); In re
Queener, 796 F.2d 461, 230 USPQ 438 (Fed. Cir. 1986). W also
note that the argunents not nade separately for any individual
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claimor clains are considered waived. See 37 CFR 8§ 1.192(a)

and (c). In re Baxter Travenol Labs., 952 F.2d 388, 391, 21

UsP@2d 1281, 1285 (Fed. Cir. 1991) ("It is not the function of

this court to examine the clains in

greater detail than argued by an appellant, |ooking for
nonobvi ousness distinctions over the prior art."); ILnre

W echert, 370 F.2d 927, 936, 152 USPQ 247, 254 (CCPA

1967) ("This court has uniformy followed the sound rul e that
an issue raised below which is not argued in that court, even
of it has been properly brought here by reason of appeal is
regarded as abandoned and will not be considered. It is our
function as a court to decide disputed issues, not to create
them ”).

We first consider the rejection of claim1 over Dworkin
and Maki. After reviewing the position of appellants, brief
at pages 3 to 5, and the position of the exam ner, final
rejection at pages 2 to 4 and answer at pages 3 to 6, we
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concl ude that the

exam ner has not nmade out a prim facie case in rejecting the
claim W find that the exam ner does not expl ain what
constitutes the claimed different uses of the conputer
solutions in Dworkin and how the sel ection of a use provides a
di splay of the solution subset for that use. |If the exam ner
consi ders various vendors (Figure 1) as the various users,

t hen the

sel ection of a vendor displays a menu which again requires an
i nput fromthe user. Wthout the input fromthe user,
Dwor ki n’ s

software program does not proceed further. W are at a |oss
to

under stand how the exam ner neets the claimed [imtation of
“means, responsive to user selection of one or nore of said
uses for identifying a subset of said conputer solutions
corresponding to the selected uses.” W agree with
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appel l ants, brief at page 4 that,
Dwor ki n does not teach or even suggest the narrow ng
of selections of a conputer solution based on uses
of the conmputer solution. Rather, in Dworkin the
user directly specifies a desired type of product or
service such as hardware products, software products
or soft-ware consultants.
Maki also relates to a different invention. Mki relates
to an attribute-based classification and retrieval system
Maki does not disclose or suggest the clainmed neans recited

above.

Therefore, the exam ner has not made out a prina facie case in

the rejection of claim1 over Dworkin and Maki. The other

i ndependent cl ainms, 13 and 25, each contain the sane
imtations.

Therefore, their rejection based on Dworkin and Maki cannot be

sust ai ned.

Regar di ng t he dependent clains, for exanple claim?2, the
exam ner adds Quentin as further evidence. However, Quentin

does
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not cure the deficiency noted above. Therefore, the rejection
based on Dworkin, Maki and Quentin (with respect to clains 2,

3, 14, 16, 26 and 27) also does not constitute a prim facie

case of obviousness. Regarding claimb5, the exam ner adds to
t he conbi nati on of Dworkin and Maki, another reference, i.e.,
W ndows™  However, W ndows™ al so does not cure the deficiency
not ed above. Therefore, the rejection based upon Dworkin,

Maki and W ndows™ al so does not constitute a prinm facie case

of obvi ousness.

I n conclusion, we have not sustained the obviousness
rejection of clainms 1, 13, 25, 30 and 31 over Dworkin and
Maki, of clainms 2, 3, 14, 16, 26 and 27 over Dworkin, Mki and

Quentin, and of claim5 over Dworkin, Mki and W ndows™

Accordingly, the decision of the exam ner rejecting
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claims 1 to 3, 5, 13, 14, 16, 25 to 27, 30 and 31 under 35
US.C. § 103 is reversed.

REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )

)
)
)  BOARD OF PATENT
)

LEE E. BARRETT APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
PARSHOTAM S. LALL )

Adm ni strative Patent Judge )
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